THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of the follow ng design claim
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The ornanental design for an UPHOLSTERY FI LM PATTERN
FOR VEH CLES as shown and descri bed.

The invention is directed to the ornanental design of an
uphol stery filmpattern, as seen in Figures 1 and 2 of the
application.? As noted in appellant's specification, the
characteristic feature of the design

resides in a plurality of enbossnents of

whi ch groupi ngs thereof provide circular visual

effects.

As expl ai ned on page 2 of the brief, the upholstery film at
issues is intended to be for use on vehicle dashboards,

interior trimand the |like, so that

[a]s a design for dashboard material, the design is
properly viewed at essentially an arm s |length

di stance fromthe vehicle occupant, the distance at
whi ch occupants would normal |y view the design.

When viewed at its usual and intended distance from
t he vehicle occupants, groupings of the enbossnents
produce circul ar visual effects.

! New phot ographs respectively designated as “Fig. 1" and
“Fig. 2" were filed by appellant on Decenber 5, 1997 (Paper
No. 8). Those phot ographs have been entered by the exam ner.
See Paper No. 20, nmiled Septenber 22, 1999.
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The sol e reference relied upon by the exam ner is:

Sat as 3,232,819 Feb. 1, 1966
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The appeal ed design clai mstands rejected under 35 U. S. C

8§ 102(b) as being anticipated by Satas.

In addition, the design claimis also rejected under 35

U S.C. 8 103(a) as being unpatentabl e over Satas.

Ref erence is nade to the exam ner's answer (Paper No. 13,
mai | ed Septenber 1, 1998) for the examner's full reasoning in
support of the above-noted rejections. Attention is directed
to appellant's brief (Paper No. 11, filed August 10, 1998) for

an exposition of appellant's argunments thereagainst.

CPI NI ON

Having carefully consi dered the anticipation and
obvi ousness issues raised in this appeal in light of the
applied Satas reference, the examner's remarks in the answer
and appellant's argunents in the brief, it is our conclusion
that the examner's rejections of the present design claim
under 35 U. S.C. 8 102(b) and 8 103(a) cannot be sustai ned.

Qur reasons for these determ nations foll ow
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Initially, we note that the proper test for determning
novelty under 35 U S.C. 8 102 with respect to designs is the
"ordinary observer" test (as distinguished fromthe "ordinary
desi gner" test applicable in determ ning obviousness under 35

US C § 103). See In re Nal bandian, 661 F.2d 1214, 1217, 211

USPQ 782, 785 (CCPA 1981). Wth respect to the “ordinary
observer” test for determ ning whether novelty is present

under § 102 the court in In re Bartlett, 300 F.2d 942, 943-

944, 133 USPQ 204, 205 (CCPA 1961) set forth (in quoting with

approval from Shoemaker, Patents for Designs, page 76):

| f the general or ensenbl e appearance-effect of a
design is different fromthat of others in the eyes
of ordinary observers, novelty of design is deened
to be present. The degree of difference required to
establish novelty occurs when the average observer
takes the new design for a different, and not a
nodi fi ed al ready-exi sting, design.

It therefore follows that, in order to establish |ack of
novelty (i.e., anticipation), the ordinary observer nust take
t he general

or ensenbl e appearance-effect of the design under

consideration to be the sane as that of an al ready-existing
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design (even though a degree of difference may actually be
present). Stated another way, absolute identity of the

reference and the clained design is
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not required to support a rejection for |ack of novelty under
35 U S.C 8§ 102, however, the reference nust be virtually

identical to the clainmed design

In the present case, when we view appellant’s Figures 1
and 2 alongside Figure 1 of Satas, we are unable to agree with
t he exam ner (answer, page 6) that the clainmed design and that
of the sheet material in Satas Figure 1 are “so strikingly
simlar that the clained design would i ndeed be seen by an
ordi nary observer as a nere nodification of the Satas design,
and not as different.” |In our opinion, the visual inpression
created by the clained design as seen in Figures 1 and 2 of
the present application is significantly different fromthat
created when view ng the enbossed sheet material seen in Satas
Figure 1. Wile the sheet material of Satas Figure 1 has an
enbossed surface that includes relatively large distinct
generally circular areas that are apparently coal esced nodul es
and filanmentary strands or fibers of the synthetic polyner
used in making the sheet material, the clainmed design has what
appears to be an enbossed surface that is nmade of very smal

enbossnments arranged in an entirely different manner than the
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| ar ge enbossnents seen in the material of Satas Figure 1

Li ke appellant (brief, page 8), we are of the viewthat
because the enbossnent pattern as well as the sizes and shapes
of the individual enbossnents constituting the pattern in the
claimed design differ significantly fromthat seen in Figure 1
of the Satas reference, the clained design cannot fairly be
described as a nere nodification of the surface design pattern

seen in the sheet material of Satas.

Stated differently, and in accordance with the test for
novelty in designs, we are of the opinion that the ordinary
observer woul d view the general or ensenbl e appearance-effect
of the claimed design to be different fromthat of the surface
desi gn seen on the sheet material depicted in Figure 1 of
Sat as.

This being the case, we will not sustain the examner's
rejection of appellant’s design claimon appeal under 35

U S C 8§ 102(b) as being anticipated by Satas.

Wth regard to the examner’s rejection of the clained

design under 35 U. S.C. § 103(a) based on Satas, we do not
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agree with the exam ner (answer, page 5) that the clained

desi gn “presents an appearance remarkably simlar to that of
the prior art.” As we have already stated above, the overal
appearance of the clained design is, in our opinion,
significantly different fromthat of the enbossed sheet
material seen in Satas Figure 1. Moreover, we nmust agree with
appel lant that it woul d not have been obvious to a desi gner of
ordinary skill to nodify the surface pattern as seen in Satas
Figure 1 to enulate that of the clainmed design. For that
reason, the examner’s rejection of the clainmed design under

35 U.S.C. 8 103(a) based on Satas will also not be sustained.

I n accordance with the foregoing, the decision of the
exam ner rejecting the clainmed design under 35 U S.C. 8§ 102(b)

and § 103 based on Satas is reversed.

In addition, we find it necessary to REMAND this
application to the exam ner for a consideration of whether or
not a rejection of the design claimon appeal would be
appropriate under either or both 35 U S.C. § 112, first

par agr aph, as bei ng nonenabl i ng because t he appearance and
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shape of all of the features and portions of the clained
design are not clearly disclosed in the photographs as
originally filed or in the newy subnmtted photographs filed
Decenber 5, 1997, and/or 35 U S. C. § 112, second paragraph, as

bei ng i ndefinite.
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Bot h the photographs (Figures 1 and 2) and the narrative
description in the specification are incorporated into the
present design claimby appellant’s use in the claimof the
| anguage “as shown and described.” Thus, the groupings of the
plurality of enbossnments which purportedly provide “circular
visual effects” as described on page 2 of appellant’s
specification are a part of the clained design. Qur problem
ari ses because we are at a | oss to understand exactly what
these “circular visual effects” are, since we do not see any
such “circul ar visual effects” in the photographs (Figures 1
and 2) as originally filed or in the new photographs filed on
Decenber 5, 1997. Even the exam ner has characterized the
purported circular visual effects as being “so subtle as to be
unnoti ceabl e” (answer, page 7) and is on record as indicating
that “[t]he only clear pattern discernible in the designis a
wavy or linear configuration to the pattern.” Thus, it
appears to us that issues under 35 U.S.C. § 112, first and
second paragraphs, have not yet been adequately resolved in

this case.

A second point for consideration by the exam ner is
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whet her or not the new photographs filed Decenber 5, 1997 have
i ntroduced new matter into the application. In this regard,
it is readily apparent froma perusal of the originally filed
phot ographs and those filed on Decenber 5, 1997 that the

phot ographs as originally filed create a sonmewhat different

vi sual inpression of the clainmed design than that which is
derived fromlooking at the newy filed photographs submtted
on Decenber 5, 1997. The lighter/brighter photographs filed
on Decenber 5, 1997 show what is apparently a nore detailed
depiction of the upholstery filmpattern than that which is
di scernabl e fromthe darker photographs which were originally
filed by appellant. Thus, there is an issue as to whether or
not the change in the appearance of the clained design

occasioned by the newy filed
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Iighter/brighter photographs is such a departure fromthe
original disclosure that the newy filed photographs in fact

i ntroduce prohibited new matter.

REVERSED AND REMANDED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT
LAVRENCE J. STAAB ) APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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CEF: dal
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